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Applicant(s) 

KAWANOETAL 


Examiner 
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- The MAILING DATE of this communication appears on the cover sheet ytfith the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROIVI THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent tenri adjustment. See 37 CFR 1 .704(b). 

Status 

1)K Responsive to communlcation(s) filed on 6/08/07 (an amendment/response) . 
2aM Tiiis action is FINAL 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 1-18 is/are pending in the application. 

4a) Of the above claim(s) 8-18 is/are withdrawn from consideration. 

5) n Claim(s)^ is/are allowed. 

6) |EI Claim(s)i2 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n C[aim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on originally filed is/are: a)S accepted or b)n objected to by the Examiner. 

Applicant may not request thai any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)KI Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM AW b)n Some * c)n None of: 

1 .1^ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Inten/iew Sumnnary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Infomiation Disclosure Statement{s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date ; . 6) □ Other: . 
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DETAILED ACTION 

Response to Amendment 

1 . The amendment and remarks, filed on Jxme 08, 2007, has been made of record and 
entered. Claim 1 has been amended. 

Claims 1 - 1 8 are currently pending in the application. 

Status of Withdrawn Claim(s) 
2\ This application contains claims 8^1 8 which drawn to an invention nonelected with 
traverse in Paper No. dated December 29, 2005 . A complete reply to the final rejection must 
include cancellation of nonelected claims or other appropriate action (37 CFR 1.144) See MPEP 
§821.01. 

Claim Rejections - 35 USC S 102(b)/m 
3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections xmder this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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4. Claims 1-7 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Ying et al., "hereinafter Ying", (US Pat. 6,028,025). 

Ying discloses a catalyst comprising: an article having an inorganic surface, the 
surface including an oxide of a transition metal; and a porphyrin including a catalytic metal atom 
capable of catalyzing an oxidation reaction of a reactant and an oxidant provided to the catalytic 
metal atom, etc. (see col. 17, claim 1). The article is a porous inorganic article (see col. 17, claim 
5). The inorganic article can be any inorganic structure, such as a ceramic including silica, 
alumina, various transition metal oxides, and the like. Preferred are those inorganic articles that 
self-assembled as hexagonally-packed or cubic-packed mesoporous (pore size from about 10 A 
to about 200 A, i.e., 1 to 20 nm) materials, etc. (see col. 5, In 63- col. 6, In 3). Ying further 
discloses that the article having an inorganic surface comprises a solid phase structure, etc. (see 
col. 17, claim 8). 

There is no patentable distinction seen between the claimed porous ceramic 
material and that disclosed by Ying, thus the claims are anticipated by the teaching of the 
reference. 

Product-by-process limitations in the clauns are noted. While the product of the 
reference is not made by the same process, the product made is the same as being claimed. It has 
been held that the patentability of the product and its method of production are separately 
determined. Thus, the process limitations in the claims have no bearing on the patentability of 
the claimed product. See In re Thorpe. 227 USPQ 964 (Fed. Cir. 1985); In re Brown. 1 73 USPQ 
688, 688 (CCPA 1977); InreFessman. 180 USPQ 324, 326 (CCPA 1977). See also MPEP 
2113. 
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Claim Rejections - 35 USC S 102(e/103 
5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

. (e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 

in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
states and was published under Article 21(2) of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



;6. Claims 1-5 & 7 are rejected under 35 U.S.C. 102(e) as being anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over McGrath et al., "hereinafter McGrath", (US 
Pat. 6,638,885). 

McGrath discloses a mesoporous ceramic fiber having a pore size diameter in 
the*ratnge of about 10-100 nanometers (see col. 16, claim 1), The ceramic precursor is a sah or 
alkoxide of titanium (see col. 16, claim 4). 

There is no patentable distinction seen between the claimed porous ceramic 
material and that disclosed by McGrath, thus the claims are anticipated by the teaching of the 
reference. 
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Prodixct-by-process limitations in the claims are noted. While the product of the 
reference is not made by the same process, the product made is the same as being claimed. It has 
been held that the patentability of the product and its method of production are separately 
determined. Thus, the process limitations in the claims have no bearing on the patentability of 
the claimed product. See In re Thorpe. 221 USPQ 964 (Fed. Cir. 1985); In re Brown. 173 USPQ 
688, 688 (CCPA 1977); In re Fessman. 180 USPQ 324, 326 (CCPA 1977). See also MPEP 
2113. 

Response to ADplicants * Arguments 

7. Applicants' response filed on June 08, 2007 has been fully considered, but not deemed 
persuasive for the following reasons. 

First, applicants urged, that "Ying does not disclose that the catalyst has a fibrous 
structure" is noted. This is not found persuasive because Ying specifically teaches that the 
article having an inorganic surface, which comprises a solid phase structure, etc., which structure 
includes a plurality of essentially tubular pores having a length to diameter . . . (see col. 1 7, ' 
claims 1, 8, & 16 of the Ying reference). The "plurality of essentially tubular pores having a 
length and diameter" is clearly the description of the fiber structures or the fiber materials. The 
disclosed catalyst clearly has a fibrous structure and it is not seen patentably distinguish from the 
claimed porous ceramic material. 

Second, applicants urged, that "McGrath does not correspond to the presently claimed 
porous ceramic material. . is also noted. It is also not found persuasive because McGrath 
clearly teaches a mesoporous ceramic fiber structure having the claimed pore diameters. The 
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claimed porous ceramic material does not appear patentably distinguish from the disclosed fiber 
structure. 

It is considered the applied prior art references are still applicable, thus the rejections are 
maintained. 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR L136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 



Conclusion 

9. Claims 1-18 afe pending. Claims 1-7 are rejected, 
nonelected (distinct) invention(s). No claims are allowed. 



Claims 8-18 remain withdrawn due to 
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Contacts 



10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Primary Examiner Cam N Nguyen, whose telephone number is 
571-272-1357. The examiner can normally be reached on M-F, 9:00 AM - 6:30 PM, at 
alternative work site. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman, can be reached on 571-272-1358. The fax phone number for the 
organization where this application or proceeding is assigned is 571-272-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Cam N. Nguven/ 



Nguyen/cnn 



Primary Examiner 



August 28, 2007 
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